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1 . Applicant's election without traverse of Invention I In the reply filed on August 28, 
2006 is acknowledged. 

1 The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

2. Claims 1 , 4-6 and 8 are finally rejected under 35 U.S.C. 102(e) as being 
anticipated by Wang (6,841,317). Claims 1, 4-6 and 8 are finally rejected under 35 
U.S.C. 102(e) as being anticipated by Kalk (6,841,312). Claims 1, 4-6 and 8 are finally 
rejected under 35 U.S.C. 102(e) as being anticipated by Shirasaki (6,593,034). Claims 1 
and 4-8 are finally rejected under 35 U.S.C. 102(e) as being anticipated by Matsuoka et 
al. (6,436,586). Claims 1, 4-6 and 8 are finally rejected under 35 U.S.C. 102(b) as being 
anticipated by Nakagawa et al. (6,083,577). Claims 1 and 4-8 are finally rejected under 
35 U.S.C. 102(b) as being anticipated by Hamada et al. (5,723,860). Each discloses the 
combination of a lithographic mask (16; 12; 5; 10; 17; 5; respectively) having a surface 
with a peripheral region and a protective configuration, comprising a protective device 
including at least one frame (14; 20; 2; 2; 11; 1) and a polymer cushion (22; 24; 4; 6; 18, 
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42 or 53; 3), the at least one frame laterally extending along the peripheral region of the 
lithographic mask and having a planar edge, the at least one frame having a protective 
element (described pellicle membrane; 22; 1 ; 3; 12; 2) to protect the surface of the 
lithographic mask, the polymer cushion being disposed on the planar edge and 
configured to contact the peripheral region of the surface of the lithographic mask, and 
the polymer cushion being formed of a polymer (acrylic adhesive; thermoplastic 
adhesive; acrylic and silicone-based resins, see column 2, lines 24-37; various, see 
column 12, lines 31-38; see column 5, lines 44-52; silicone-based adhesive, see column 
4, lines 55-65), the similarity of the polymer cushion of the prior art as well as applicants' 
claimed invention being pressure sensitive adhesive (PSA) would direct one of ordinary 
skill in the art to understand that both the PSA of applicants and the prior art would both 
have at least one inherent similar property of a viscosity or an adhesiveness, the at 
least one property being greater when tensile forces are exerted on the protective 
device orthogonally in relation to the peripheral region of the plate-shaped object than 
when shearing forces are exerted on the protective device parallel to the peripheral 
region of the plate-shaped object. The PTO can require an applicant to prove that the 
prior art products do not necessarily or inherently possess the characteristics of a 
claimed product. Whether the rejection Is based on inherency' under 35 U.S.C. 102, on 
prima facie obviousness' under 35 U.S.C. 103, jointly or alternatively, the burden of 
proof is the same. In re Fitzgerald, 619 F.2d 67, 70, 205 USPQ 594, 596 (CCPA 1980) 
(quoting In re Best, 562 F.2d 1252, 1255, 195 USPQ 430. 433-34 (CCPA 1977)). See 
MPEP2112. 
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As to claims 4-6, each discloses the protective element as a polymer membrane 
stretched over and entirely covering the frame. 

As to claim 7, Matsuoka et al. and Hamada et ai. each disclose a frame height of 
6.3 mm (see column 8, lines 18-30; column 4, lines 51-54). 

As to claim 8, each discloses a pellicle frame with the polymer cushion provided 
on the planar edge facing aw/ay from the membrane. 

3. Claims 13 and 18-23 are finally rejected under 35 U.S.C. 102(b) as being 
anticipated by any one of Wang, Kalk, Shirasaki. Matsuoka et al., Nakagawa et al. and 
Hamada et al... The structure of the references has been explained above. To employ 
the structure in the manner of use as previously addressed in the protection 
configuration claims is anticipated by any one of Wang, Kalk, Shirasaki, Matsuoka et al., 
Nakagawa et al. and Hamada et al.. 

As to claims 18-20, each discloses the protective element as a polymer 
membrane stretched over and entirely covering the frame. 

As to claim 21, Matsuoka et al. and Hamada et al. each disclose a frame height 
of 6.3 mm (see column 8, lines 18-30; column 4, lines 51-54). 

As to claim 22, each discloses a pellicle frame with the polymer cushion provided 
on the planar edge facing away from the membrane. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the invention was made. 

5. Claims 3 and 17 are finally rejected under 35 U.S.C. 103(a) as being 
unpatentable over any one of Wang, Kalk, Shirasaki, Matsuoka et al., Nakagawa et al. 
and Hamada et al.. Each disclose employing pressure sensitive adhesive as the 
polymer cushion, the particular choice of PSA failing to provide any new and 
unexpected result by its selection over those disclosed by the cited prior art. 

6. Claims 9, 1 1 , 23 and 25 are finally rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over any one of Wang, Kalk, Shirasaki, Matsuoka et al., Nakagawa et al. 
and Hamada et al. in view of Yamauchi (5,353,934). Yamauchi discloses providing a 
closable box (1) for containing a photomask including a cover (2) and a base (3) further 
including projections (6) provided as holding elements and provided with polymer 
cushions (7). To employ the photomask device of any one of Wang, Kalk, Shirasaki, 
Matsuoka et al., Nakagawa et al. and Hamada et al. in the closable box of Yamauchi 
would have been obvious in order to additionally protect the surfaces of the photomask, 
as suggested by Yamauchi. 

7. Claims 10 and 24 are finally rejected under 35 U.S.C. 103(a) as being 
unpatentable over the art as applied to claims 9 and 23 above, and further in view of 
Ramamoorthy et al. ( Ramamoorthy et al. disclose providing a closable box for 
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containing a photomask including a cover (14) and a base (12) further including a 
window (16) To modify the box of the combination employing the window teaching of 
Ramamoorthy et al. would have been obvious in order to allow external inspection of 
the contents, as suggested by Ramamoorthy et al.. 

8. Applicant's arguments with respect to claims 1,3-13 and 17-26 have been 
considered but are moot In view of the new ground(s) of rejection. The polymer cushion 
of PSA employed in applicants' arrangement and that of the prior art are considered 
extremely similar in function and operation, and it is not seen that the prior art adhesives 
and that disclosed by applicants, specifically set forth in claims 3 and 17, would not 
behave similarly when used in a similar manner. Applicants are required to supply 
evidence that the functional recitation of the polymer cushion is not achieved by the 
PSA and similar adhesives found in the employed prior art. Such evidence will be 
considered as timely filed in response to this action. 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Shown in particular by each is a protected storing of a pellicle or 
mask. 

Any inquiry concerning this communication or eariier communications from the 
examiner should be directed to Bryon P. Gehman whose telephone number is (571) 
272-4555. The examiner can normally be reached on Monday through Wednesday 
from 5:30am to 6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mickey Yu, can be reached on (571) 272-4562. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Infomnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infonnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Bryon P. Gehman 
Primary Examiner 
Art Unit 3728 
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